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REMARKS 

A. Status of the Claims 

Claims 1-10, 13-30, and 32 are pending. Claims 11, 12, 31, and 33-34 

have been cancelled Claims 1, 23, 30, and 32 are currently amended. 

B. Interview with the Examiner 

Applicants wish to thank Examiner Johnson for his time and consideration 
during the telephonic interview with the Applicants' representatives on April 14, 
2005. 

C. Double Patenting 

The Examiner has rejected claims 1-14, 17, 18, 21 and 23-27 under the 
judicially created doctrine of obviousness-type double patenting as being 
unpatentable over claims 1-1 1 and 13 of U.S. Patent 6.746,473. Upon a notice 
of allowance, and assuming such terminal disclaimer is still required, Applicants 
will file a terminal disclaimer and an assignment fully complying with 37 CFR § 
1.321 and 37 CFR § 3.73. 

C. §112 Rejections 

The Examiner has rejected claims 1-22 as failing to particularly point out 
what Applicants regard as their invention. Specifically, the Examiner noted that 
the source and probe arrangement was not consistent in claim 1 and that claims 
1 1 and 13 further contradicted the source location. Applicants thank the 
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Examiner for his detailed reading of the claims and amend claim 1 accordingly. 
Applicants further believe that the Examiner meant to reject claim 12 and not 
claim 13 as claim 13 does not discuss the location of the source and claim 12 
does. Applicants have cancelled claims 11 and 12. Accordingly, Applicants 
respectfully submit that the claims are in form for issuance, and requests that the 
Examiner withdraw the rejection. 



E. § 102 Rejections Citing Tatebayahsi 

The Examiner has rejected claims 1-7, 9, 10, 12 and 23-25 as being 

anticipated by Tatebayashi. A claim is anticipated only if each and every element 
as set forth in the daim is found, either expressly or inherently described, in a 
single prior art reference. Verdegaal Brothers, Inc. v. Union Oil Co. of California, 
2 USPQ2d 1051, 1053 (Fed. Cir. 1987). 

Tatebayashi appears to disclose a laser apparatus consisting of a probe 
support table with a plurality of apertures. Individual laser probes are placed 
within the apertures and then locked into each aperture by a clamp lever 10 
before the lasers are turned on to emit light. Once the lasers are locked into 
place by clamp lever 10, they are incapable of moving while emitting light. 
Tatebayashi plainly states that all the probes are locked in place by clamp lever 
10 prior to emitting light. See Column 4, lines 4-8. Tatebayashi goes on to state 
the probes are moved by a handgrip 52. See Column 6, lines 35-37. 
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In total contrast, Applicants' invention uses handheld probes that are moved 
by a user's hand while emitting light. Accordingly, claims 1 and 23 have been 
amended to include elements of " handheld probes" that M emit laser beams while 
being freely moved by a user's hand " (emphasis added) 1 . Therefore, amended 
claims 1 and 23 now include claim elements not disclosed by Tatebayashi. First, 
Tatebayashi fails to disclose a handheld probe. Second, Tatebayashi fails to 
disclose probe members that are moved by the user's hand while they emit light. 

Thus, claims 1 and 23 are not anticipated by Tatebayashi and the Examiner is 
respectfully requested to withdraw this rejection. The Examiner is also requested 
to withdraw his rejection of dependent claims 2-7,9-10, 12, and 24 based on their 
dependency on allowable independent claims. 

F. §102 Rejections Citing Gerdes 

The Examiner continues to reject claims 30 and 32 as being anticipated by 
U.S. patent 6,267,779 to Gerdes. Again, a claim is anticipated only if each and 
every element as set forth in the claim is found, either expressly or inherently 
described, in a single prior art reference. Verdegaal Brothers, Inc., 2USPQ2dat 
1053. 

In the Office Action, the Examiner noted that the previous amendments were 
not acceptable because the claims as written did not require only visible light to 
the exclusion of other wavelengths. Applicants' representative proposed in the 

1 No new matter Is added by these amendments as these features are discussed in paragraph 15 

of the specification. 
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Interview to amend claim 30 to recite a laser energy source that generated two or 
more beams of only visible light. The Examiner indicated that this amendment 
may not be acceptable and advised Applicants' representative to review the 
mode switch 95 discussed in column 1 1 of Gerdes. 

Applicants have reviewed the use of the mode switch in Gerdes and note that 
It is used to switch the device from a single laser operation to a dual laser 
operation. See Column 1 1 , lines 52-54. Even assuming that the device is in the 
single laser operation and is emitting a single beam of visible light, it still fails to 
anticipate amended claim 30, as claim 30 is directed to a device that emits two 
beams of only visible light. Amended claim 30 recites a device that "generates 
two or more laser beams of only visible light" (emphasis added). 

Since amended claim 30 recites two laser beams that generate visible light 
and Gerdes only discloses a device that emits one beam of visible light, claim 30 
is not anticipated by Gerdes. The Examiner is respectfully requested to withdraw 
the rejection of clam 30 on this ground and also his rejection of claim 32 based 
on Its dependency to claim 30. 

G. §103 Rejections Citing Tatebayashi in View of Gerdes 

The Examiner has rejected claims 8, 11, 13-22 and 26-29 as being obvious in 
light of Tatebayashi in view of Gerdes. A claim is prima facie obvious only if the 
prior art reference (or references when combined) teach or suggest all the claim 
limitations. MPEP §2143. 
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Claim 1 1 has been cancelled. Dependent claims 8 and 13-22 all depend 
from claim 1 while dependent claims 26-29 all depend from claim 23 and 
therefore include all the limitations of these base claims. These base claims 
have been amended to recite specific limitations not found in Tatebayashi 
relating to a handheld probe that emits light as it is being moved by a user's 
hand. In addition to failing to disclose these elements, Tatebayashi teaches 
against the amended claims by requiring that the probes be locked into place. 
Since Tatebayashi fails to disclose claimed limitations and teaches away from 
the claimed invention, the Examiner is respectfully requested to withdraw these 
rejections as well. 



Applicants respectfully submit that all objections and rejections have been 
traversed, and that the application is in form for issuance. If the Examiner has 
any suggestions or comments that would place the application in even better 
form for allowance, he is invited to call Applicants' representative, Damon 
Ashcraft at 602-68 1 -3331 . 



CONCLUSION 




fflf Damon AshcraftX * 
"Registration No. 51,024 & 
Sandra L. Etherton 
Registration No. 36,982 
Etherton Law Group, LLC 
Customer No. 33354 
5555 E. Van Buren Suite 100 
Phoenix, Arizona 85008-3422 
Tel: 602-681-3331 
Fax: 602-681-3339 
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